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Gilbert P. Hyatt 
P.O. Box 81230  

Las Vegas, NV 89180  

 

 
By Email  BPAI.Rules@uspto.gov; Fred.McKelvey@uspto.gov; 

Allen.MacDonald@uspto.gov 
Mail Stop Interference 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA  22313-1450 

 

 
Re: RIN 0651-AC12, Rules of Practice Before the Board of Patent Appeals and 

Interferences in Ex Parte Appeals, 72 Fed. Reg. 41472 (Jul 30, 2007) 
 

 This is a second supplement to our comments on the proposed appeal rules submitted 

on October 1, 2007 as supplemented on October 11, 2007. 

 We have just received and reviewed the Complaint in GlaxoSmithKline v. Dudas and 

U.S. Patent and Trademark Office (the “GSK Complaint”) which is attached hereto and we 

believe that this is relevant to the comments previously submitted October 1, 2007 and 

October 11, 2001 by this commentator.  These second supplemental comments were not 

presented earlier because the GSK Complaint was not available earlier to this commentator.   

 We understand from a colleague that any comments received before comment review 

is complete will be considered.  

 As the appeal rules’ Notice of Proposed Rulemaking admits, 72 Fed. Reg. at 41472 

col. 2, the proposed appeal rules are part and parcel with, and directly caused by, the 

“Changes To Practice for Continued Examination Filings, Patent Applications Containing 

Patentably Indistinct Claims, and Examination of Claims in Patent Applications,” Final Rule 

72 Federal Register 46716 (Aug 21, 2007) (the “Continuation Rule”) and the “Changes to 

Information Disclosure Statement Requirements and Other Related Matters," 71 Fed. Reg. 
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38808 (Jul 10, 2006) (the “IDS Rule”).  These three rules cannot in good faith be artificially 

separated by using a piecemeal process.   

 The legal infirmities identified in the GSK Complaint are applicable to the proposed 

appeal rules, and the Board should give careful consideration to all issues in the GSK 

Complaint before advancing the appeal rule toward final publication.  Indeed, the Board 

should confer with the Office of Patent Legal Administration and Deputy Assistant 

Commissioner for Patent Examination Policy to determine whether the Continuations Rule 

and IDS Rule should be withdrawn or altered, to reduce the need for the Appeal Rule. 

 Examples of the relevance of the GSK Complaint to the proposed appeal rules and to 

the comments previously submitted on October 1, 2007 and October 11, 2001 by this 

commentator are provided below.   

 The GSK Complaint at paragraphs 3, 15, and 144 addresses the issue of vagueness of 

rules.  This vagueness concern is applicable to the 25 page appeal brief limit, and criteria for 

meeting these requirements.  This is relevant to e.g., Proposed Bd. R. 41.37(j), 41.37(n), 

41.37(o), 41.37(o)(1) to 41.37(o)(8), 41.37(p),  to 41.37(q) to 41.37(t), 41.37(v),), and 

41.37(v)(1) to 41.37(v)(6); and supplements Sections I.A., I.C., and II. in the October 1, 2007 

appeal rule comments and Sections I.D. and II.I. to II.K. in the October 11, 2007 appeal rule 

comments.  Further, it is not clear what guidance is given to examiners regarding “[t]he 

specific requirements of what would be required in an examiner’s answer” or what would 

constitute a new rejection in the examiner’s answer.  This is relevant to e.g., Proposed Bd. R. 

41.39(a) and 41.39(b), respectively, and supplements Sections I.C., II.C., II.F., II.G., and II.H. 

in the October 1, 2007 appeal rule comments and Sections I.D., II.J., II.K., V., and VI. in the 

October 11, 2007 appeal rule comments.   

 The GSK Complaint at paragraphs 3, 5, 59-65, 101-107, 118, 123, and 129 questions 

the PTO’s authority to promulgate such rules.  This is relevant to the USPTO’s “Rule Making 

Considerations” including the “Administrative Procedure Act” and the “Regulatory Flexibility 

Act” and supplements Sections I., III., and IV in the October 1, 2007 appeal rule comments 

and Sections VI. and VII. in the October 11, 2007 appeal rule comments.   
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 The GSK Complaint at paragraphs 88, 93, 101-105, 113-115, 117, and 120-129 

addresses the issue of retroactivity regarding limitations on the number of claims.  This is 

relevant to e.g., Proposed Bd. R. 41.37(j), 41.37(n), 41.37(o), 41.37(o)(1) to 41.37(o)(8), 

41.37(p),  to 41.37(q) to 41.37(t), 41.37(v),), 41.37(v)(1) to 41.37(v)(6), 41.39(b), 41.41(d), 

41.41(e) to 41.41(i), 41.44(d), 41.52(d), and 41.52(f).  This supplements in particular Section 

VII in the October 11, 2007 appeal rule comments which addresses the de facto retroactive 

limitations on the number of claims by the appeal rule.  This further supplements Sections 

I.A., I.C., and II in the October 1, 2007 appeal rule comments and Sections I.D., II.I. to II.K., 

V., and VI. in the October 11, 2007 appeal rule comments.   

 The GSK Complaint at paragraphs 14 and 146-153 addresses the issue of the taking of 

property and the constitutional right to due process.  This is relevant to appeal rules; in their 

entirety and supplements Sections II.A. and II.F. in the October 1, 2007 appeal rule comments 

and Sections II.I., II.J., and VII. in the October 11, 2007 appeal rule comments.   

 The GSK Complaint at paragraphs 66-68, 87, and 88 addresses the issue of the 

number of claims in an application.  This is relevant to e.g., Proposed Bd. R. 41.37(j), 

41.37(n), 41.37(o), 41.37(o)(1) to 41.37(o)(8), 41.37(p),  to 41.37(q) to 41.37(t), 41.37(v),), 

41.37(v)(1) to 41.37(v)(6), 41.39(b), 41.41(d), 41.41(e) to 41.41(i), 41.44(d), 41.52(d), and 

41.52(f).  This supplements in particular Section VII in the October 11, 2007 appeal rule 

comments which addresses the de facto retroactive limitations on the number of claims by the 

appeal rule.  This further supplements Sections I.A., I.C., and II in the October 1, 2007 appeal 

rule comments and Sections I.D., II.I. to II.K., V., and VI. in the October 11, 2007 appeal rule 

comments.   

 The GSK Complaint at paragraphs 3, 116, and 151 notes that the Continuations rules 

are arbitrary and capricious.  This is relevant to the appeal rules in their entirety and 

supplements the October 1, 2007 and October 11, 2007 appeal rule comments in their entirety.   

 The GSK Complaint at paragraph 97 addresses the issue of the piecemeal 

promulgation of rules.  This is relevant to appeal rules in their entirety and supplements 
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Sections I., II.C., and III.A. in the October 1, 2007 appeal rule comments Section VII. in the 

October 11, 2007 appeal rule comments.   

 For these reasons and for the reasons set forth in the October 1, 2007 and October 11, 

2007 appeal rules comments, it is requested that the proposed appeal rules be withdrawn and 

that the status quo be maintained regarding ex parte patent appeal rules.   

 
 
CERTIFICATION OF MAILING BY EXPRESS MAIL: I hereby certify that this correspondence is being 
deposited with the United States Postal Service with Express Mail post office to addressee service under 37 CFR 
1.10, postage prepaid, in an envelope addressed to Mail Stop Interference, United States Patent and Trademark 
Office, P.O. Box 1450 Alexandria, VA  22313-1450 with the express mail label number EV 339845939 on 
October 14, 2007.  
 
CERTIFICATION OF MAILING BY E-MAIL: I hereby certify that this correspondence is being e-mailed to 

BPAI.Rules@uspto.gov; Fred.McKelvey@uspto.gov; Allen.MacDonald@uspto.gov  
on October 14, 2007.  
 
 

Respectfully submitted, 
Dated:  October 14, 2007 
 /s/ Gilbert P. Hyatt   
 _______________________________ 
 Gilbert P. Hyatt  
 Registration No. 27,647 
 P.O. Box 81230 
 Las Vegas, NV 89180 
 Phone (702) 871-9899 

 
















































































































