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Statute

35 U.S.C. § 41(a)(7) (1982):

On filing each petition for the revival of an unintentionally abandoned
application for a patent or for the unintentionally delayed payment of
the fee for issuing each patent, $500

unless the petition is filed under section 133 or 151 of this title, in
which case the fee shall be $50.

35 U.S.C. § 41(a)(7) (2007):

On filing each petition for the revival of an unintentionally abandoned
application for a patent, for the unintentionally delayed payment of
the fee for issuing each patent, or for an unintentionally delayed
response by the patent owner in any reexamination proceeding,
$1,210

unless the petition is filed under section 133 or 151 of this title, in
which case the fee shall be $110.
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BRIEF FOR AMICUS CURIAE
DIRECTOR OF THE UNITED STATES PATENT AND TRADEMARK OFFICE
SUPPORTING REVERSAL-IN-PART

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

Appeal No. 2008-1016

ARISTOCRAT TECHNOLOGIES AUSTRALIA PTY LIMITED
and ARISTOCRAT TECHNOLOGIES,
Plaintiffs-Appellants,

V.

INTERNATIONAL GAME TECHNOLOGY and IGT,
Defendants-Appellees.

Appeal from the United States District Court for the Northern District of
California in case no. 06-CV-3717, Judge Martin J. Jenkins.

L. STATEMENT OF THE DIRECTOR’S INTEREST
The Director of the United States Patent and Trademark Office (“USPTO”) is
an officer of the United States and is filing as amicus curiae under the authority of
Fed. R. App. P. 29(a). The Director does not support either party, but supports
reversal of the statutory construction by the United States District Court for the

Northern District of California (“District Court”) in the decision below.



The USPTO has a substantial interest in this case. This is an appeal from a
decision holding that the USPTO does not have authority under 35 U.S.C.
§ 41(a)(7) to grant a petition to revive an abandoned patent application under the
“unintentional” delay standard of that section. Over the past 25 years, the USPTO
has revived approximately 73,000 unintentionally abandoned patent applications.
Of these, about 56% have issued as patents. Importantly, the number of patents
potentially affected by the District Court’s decision includes not only those patents
that issued directly from applications revived under the unintentional delay
standard, but also patents that claim priority to an application revived under this
standard. Thus, if upheld, the number of potentially affected patents is quite large.

The USPTO has a strong interest in defending its interpretation of its
governing statute, and its longstanding practice, upon which a generation of patent
applicants have relied. The USPTO also believes that its brief will offer insights
- and perspectives unlikely to be provided by the parties.

II. STATEMENT OF THE ISSUE

Whether the USPTO has had statutory authority pursuant to 35 U.S.C.

§ 41(a)(7) since 1982 to revive unintentionally abandoned patent applications

regardless of the reasons for abandonment.



III. STATEMENT OF THE CASE
This is an appeal from a decision in a patent infringement suit bfought by the
Appellant, Aristocrat Technologies (“Aristocrat”), in the United States District
Court for the Northern District of California under 28 U.S.C. § 1338, against
International Game Technology (“IGT”). See JA1-28'. As one of its affirmative
ciefenses, IGT arguéd that one of Aristocrat’s patents-in-suit, U.S. Patent
No. 7,056,215 B1 (“the *215 patent”) was invalid because the application that
issued as the "215 patent had been improperly revived by the USPTO. Specifically,
IGT argued that the USPTO lacked statutory authority to revive the application
under the “unintentional” delay standard. JA8-9. The District Court agreed with
IGT, and held that the USPTO’s revival was an abuse of discretion because it was
not in accordance with the law. JA21. Accordingly, the District Court held
the °215 patent invalid because it was not lawfully revived. JA26.
IV. STATEMENT OF THE FACTS
A.  Brief History Of Section 41(a)(7)
To aid the Court in understanding the USPTO’s position, a brief history of

§ 41(a)(7) is provided.

! Citations to the Joint Appendix as “JA__.”
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1.  Congress Amended The Patent Act In 1982 To Permit The Revival
Of Abandoned Patent Applications Under The Unintentional
Delay Standard
Prior to 1982, the only way that an abandoned patent application could be
revived was under the “unavoidable” delay standard. Specifically, pre-1982, only
two types of abandoned patent applications could be revived: (1) an application
abandoned pursuant to 35 U.S.C. § 133, for failufe to prosecute; and (2) an
application abandoned pursuant to 35 U.S.C. § 151, for failure to timely pay the
issue fee. Section 133 provided that, in the event of failure to respond to an
outstanding agency action, a patent application would be deemed abandoned
“unless it be shown to the satisfaction of the [Director] that such delay was
unavoidable.” 35 U.S.C. § 133. Section 151 provided that, in the event of untimely
issue fee payment, a late payment could be accepted if “the delay in payment is
shown to have been unavoidable.” 35 U.S.C. § 151. Sections 133 and 151 have
remained virtually unchanged since 1975.2
In 1982, the Patent Act was amended to provide fees for the revival of patent

applications under the unintentional delay standard. 35 U.S.C. §41. Speciﬁcally,

§ 41(a)(7) was amended in 1982 to provide a $500 fee for the revival of an

? With the exception of an amendment in 1999 to strike out the word
“Commissioner” and replace it with the word “Director,” § 133 has not been

amended since first enacted in 1952, and § 151 has not been amended since 1975.
4



“unintentionally abandoned application for a patent” and an “unintentionally
delayed payment of the fee for issuing each patent”:

The [Director] shall charge the following fees:

%k * *
Revival fees.— On filing each petition for the revival of an
unintentionally abandoned application for a patent or for the
unintentionally delayed payment of the fee for issuing each patent,
$500, unless the petition is filed under section 133 or 151 of this title,
in which case the fee shall be $50.

35 U.S.C. § 41(a)(7) (1982) (emphasis added). Section 41(a)(7) also stated that the
$500 fee for reviving an unintentionally abandoned application would apply “unless
the petition is filed under section 133 or 151 of this title [each of which refer to
unavoidable delay], in which case the fee shall be $50.” Id. Thus, newly-amended
§ 41(a)(7) had two altematives: (1) the first alternative provides for the revival of
patent applications under the unintentional delay standard; and (2) the second
alterﬁative provides for the revival of patent applications under the unavoidable

~ delay standard.

2. The USPTO Concurrently Interpreted Section 41(a)(7) And
Promulgated Rules To Administer The Statute

The USPTO interpreted the language of § 41(a)(7) regarding unintentional
' delay and Congress’s stated intent when it amended § 41(a)(7) to authorize the

revival of patent applications that had been unintentionally abandoned. Consistent



with this interpretation, the USPTO promulgated rules to administer the revival of
abandoned patent applications under the unintentional delay standard. In particular,
the USPTO amended 37 C.F.R. § 1.137 to permit the revival of unintentionally
abandoned patent applications, and established separate fee provisions for petitions
filed under the unintentional and unavoidable delay standards, i.e., 37 C.F.R. §§
1.17(1) and (m), respectively. See 47 Fed. Reg. 33,086 (July 30, 1982); 47 Fed.
Reg. 41,272 (Sept. 17, 1982).
B.  The Revival Of Aristocrat’s Patent-In-Suit

This case concerns, inter alia, the prosecution history of one of Aristocrat’s
patents related to slot machines: U.S. Patent No. 7,056,215 B1 (“the *215
patent”). The facts are recited in the District Court’s decision. See JA1-28. The
application from which the *215 patent issued claims priority back to an Australian
provisional patent application filed on July 8, 1997. As permitted under the Paris
. Cooperative Treaty (“PCT”), Aristocrat filed an international application (“the PCT
Application”) based on its Australian provisional application one year later on
July 8, 1998. Under the applicable rules, Aristocrat was required to file a U.S.
national stage application based on its PCT Application by January 10, 2000.

However, the USPTO did not receive Aristocrat’s national stage filing fee until one



day after the deadline expired. Accordingly, USPTO deemed Aristocrat’s
application abandoned as of Jénuary 11, 2000.

Aristocrat petitioned the USPTO to revive Aristocrat’s application pursuant
to the “unintentional” delay standard of 37 C.F.R. § 1.137(b). On September 3,
2002, the USPTO granted Aristocrat’s petition to revive Aristocrat’s application
under the unintentional delay standard, and the application eventually issued as
the *215 patent on June 6, 2006.
C. The District Court’s Decision

The District Court held that patent applications that are abandoned pursuant
to § 133 and § 371(d) may be revived only under the unavéidable delay standard.
JA12. In fhe District Court’s view, the plain language of § 133 and § 371(d) alone
supports this construction because neither statute refers to “unintentional” delay, but
instead states that an application “shall be regarded” as abandoned unless a delay is
; shown to be “unavoidable.” JA11-12. To further support this construction, the
District Court noted that § 111 was arhended in 1994 to refer to both unintentional
and unavoidable delays, but §§ 133 and 371(d) were not. JA12.

The District Court rejected Aristocrat’s argument that § 41(a)(7) authorizes

the revival of abandoned applications, finding that § 41(a)(7) is merely a fee



provision that does not alter §§ 133 and 371(d). JA14. According to the District
Court, if Congress had intended to permit the revival of patent applications that
became abandoned for failing to meet the requirements of §§ 133 and 371(d) under
the unintentional delay standard, then Congress could have amended those sections
to specifically refer to unintentional delay, as it had done with § 111 in 1994. JA15,
n.14. Having determined that the unintentional delay standard could not apply, the
District Court held that the USPTO abused its discretion in reviving the *215 patent
because Aristocrat had not alleged of provided any facts to show unavoidable delay
in its petition to revive. JA24. The District Court similarly held Aristocrat’s other
patent-in-suit, which issued from a continuation of the *215 patent, invalid because
it could no longer claim priority to the *215°s priority date and was, thus,
anticipated under 35 U.S.C. § 102(b) by Aristocrat’s PCT application. JA26.
V.  SUMMARY OF THE ARGUMENT

35 U.S.C. § 41(a)(7) clearly authorizes the USPTO to permit the revival of
unintentionally abandoned patent applications, whether abandoned for failing to
meet the requirements of § 133 or § 371(d). The plain language of § 41(a)(7)
shows that it has a two alternative structure: (1) a first alternative, which provides

for the revival of patent applications under the unintentional delay standard; and



(2) a second alternative which provides for the revival of patent applications under
the unavoidable delay standard. This interpretation is supported by the fact that,
when it enacted § 41(2)(7), Congress expressly stated that it was establishing “two
different fees"’ for administering two “different standards,” and that a petitioner
could “choose” between these standards. There were no other provisions in Title 35
that permitted the revival of unintentionally abandoned patent applications when

§ 41(a)(7) was enacted in 1982. Accordingly, if § 41(a)(7) were as limited as the
District Court held, then Congress was establishing a fee for a petition on which the
USPTO had no authority to act. Instead, § 41(a)(7) itself authorized the alternative
of revival for unintentional delay.

To the extent that any ambiguities or gaps exist between § 41(a)(7) and the
other provisions of Title 35, the USPTO’s reasonable and coﬁtemporaneous
interpretation of its governing statute is entitled to Chevron deference.

In contrast, the District Court’s analysis ignores the clear instructions
Congress gave when enacting § 41(a)(7), and the framework of the Patent Act, both
in 1982 and now. The District Court also erred by failing to give deference to the
USPTO’s statutory interpretation and longstanding regulations, regulations used to

revive approximately 73,000 patent applications over the past 25 years.






